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3628 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^1 Claim(s) 1^6 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)0 approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) \Z\ Notice of Informal Patent Application (PTO-152) 

3) d Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 
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Art Unit: 3628 



DETAILED ACTION 



1. This action is responsive to the amendment, filed 2000-05-26. 

2. The disposition of claims is: claims 1-6 are pending as filed. Claims 1-6 are 
independent. 

3. The group art unit of the Examiner handling your case has changed. The new art 
unit is 3628. Please use current art unit on all correspondence to help us route 
your case in a timely fashion. 



4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and requirements of this title. 



Title 



Claim Rejections - 35 USC § 101 



Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either a specific and substantial asserted utility or a well established 
utility. 
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As to the technology requirement, note MPEP Section iV 2(b). Also note In Re 
Waldbaum, 173USPQ 430 (CCPA 1972) which teaches "useful arts" is synonymous 
with "technological arts". In re Musgrave, 167USPQ 280 (CCPA1970), In re 
Johnston, 183USPQ 172 (CCPA 1974), and In re Toma, 197USPQ 852 (CCPA 1978), 
all teach a technological requirements. 

Claims 1-6 are also rejected under 35 U.S.C. 1 12, first paragraph. Specifically, since 
the claimed invention is not supported by either a credible asserted utility or a well 
established utility for the reasons set forth above, one skilled in the art clearly would not 
know how to use the claimed invention. 

For a claim to be statutory under 35 USC 101 the following two conditions must be 

met: 

1) In the claim, the practical application of an algorithm or idea result in a useful, 
concrete, tangible result, AND 

2) The claim provides a limitation in the technological art that enables a useful, 
concrete, tangible result. 

As to the technology requirement, note MPEP Section iV 2(b). Also note In Re 
Waldbaum, 173USPQ 430 (CCPA 1972) which teaches "useful arts" is synonymous with 
"technological arts". In re Musgrave, 167USPQ 280 (CCPA1970), In re Johnston, 183USPQ 
172 (CCPA 1974), and In re Toma, 197USPQ 852 (CCPA 1978), all teach a technological 
requirements. 
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Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed 
under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

8. Claims 1-6 are rejected under 35 U.S.C. 102(e) as being unpatentable over Tarbox 
(U.S. 6,154,732). 

Regarding Claim 1, Tarbox teaches a system and method of making life cycle plans 
(figs 1-3; col.3, line 43-col.4, line 19), each life cycle plan including a plurality of items, each 
item including at least one variable affecting the value of the item, the method comprising: 

-♦receiving a first life cycle plan (20), having a set of items, and for each of the items, 
the variables of the item having first values (col.2, lines 22-67, col.9, line 33-col.l0, line 56); 

-♦creating a second life cycle plan (22 and col.2, lines 22-67, col.9, line 33-col.l0, 
line 56); 
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^receiving a user selection of a first item (50, 52, 54, 56, 58, 60, 62, 64); 

^receiving a user-provided value associated with one or more variables of the first 
item (col.2, lines 22-67, col.9, line 33-col.l0, line 56);; 

-♦creating a second item, including the variables of the first item and having the user 
provided value (col.2, lines 22-67, col.9, line 33-col.l0, line 56);; 

-►updating the second item to indicate that the first cycle plan includes the first item, 
and the second life cycle plan includes the second item (col.2, lines 22-67, col.9, line 33- 
col.10, line 56); 

-►computing a result for the second life cycle plan, using the user provided value 14, 
48, 32, 42, 32, 44, 34, 28, 38, and 30; col.2, lines 22-67, col.9, line 33-col.lO, line 56). 

Claims 2-6 are similarly rejected as in claim 1. 



°^ Any inquiry concerning this communication or earlier communications from the Examiner should 
be directed to Jeffrey Pwu whose telephone number is (703) 308-7835. 




JEFFREY PWU 
PRIMARY EXAMINER 

22 September 2003 



